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This is in response to the petition under 37 CFR 1.144, filed March 16, 2007, requesting review 
and withdrawal of the restriction requirement. 

BACKGROUND 

A review of the file history shows that this application was filed on June 24, 2004, under 35 
U.S.C. 371 as the national filing of PCT/US01/50502. The examiner mailed to applicants on 
July 13, 2006, a lack of unity determination, wherein three inventions (Groups I-III) were 
identified and rationale set forth establishing the examiner's position. 

Applicant replied on August 8, 2006, electing Group III (claims 16-25). 

The examiner mailed an Office action on November 2, 2006, wherein the election of Group III 
was acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the lack of unity determination, the election was treated as an election without traverse. 
The examiner further set forth an election of species requirement wherein applicant was required 
to elect a single species of Group III (plant source) from the group consisting of Mammea 
Americana, Callistemon citrinus and Marchantia polymorpha. 

Applicant replied to the supplemental election of species requirement on December 28, 2006, 
electing Mammea Americana, with traverse. Applicant argued that there is unity of invention 
among the pending claims because there is a technical relationship among the inventions (i.e., 
the plant material is extracted from the plant using the same methodological steps). Applicant 
further argued that PCT rules do not provide for election of species. Claims 16-25 were canceled 
and replaced by newly added claims 32-49. 



The examiner mailed a non-final Office action on February 23, 2007, acknowledging the election 
of Mammea Americana and the traversal. The examiner maintained the requirement and made it 
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FINAL. Claims 1-15, 26-31, 34, 35 and 42-46 were withdrawn from consideration as being 
drawn to a nonelected invention. Claims 36-41 and 47-49 were rejected under 35 U.S.C. 112, 
first paragraph, for lack of enablement. Claims 36-41 were rejected under 35 U.S.C. 112, first 
paragraph, for failing to comply with the written description requirement. Claims 36-41 were 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite. Claims 32-33 and 48-49 
were rejected under 35 U.S.C. 102(b) as being anticipated by Crombie et al. 

On March 16, 2007, applicant filed this petition to review and withdrawn the species requirement 
set forth on November 2, 2006. 



DISCUSSION 

The petition and filed history have been carefully considered. 

Applicant argues that (1) there is unity of invention between the three plants and (2) U.S. patent 
rules allow for co-prosecution of species in national stage applications. 

Independent claim 32 is representative of claimed invention(s). Said claim reads: 

32. A method of preparing a composition having antimicrobial activity comprising 
extracting a plant material in an organic solvent to obtain extracted material, contacting 
the extracted material with a chromatographic separation system, and eluting from the 
chromatographic separation system with a mobile polar phase to obtain a composition, 
wherein the plant material is from Mammea Americana, Marchantaceae polymorpha, or 
Callistemon citrinus and wherein the composition has antimicrobial activity. 



1. Applicant argues that the plants have unity of invention. 



Applicant's argument has been considered but is not persuasive. Firstly, the plants are not 
closely related. In fact, they do not belong to the same Family or Order. See table below. 





Mammea Americana 


Marchantaceae 
polymorpha 


Callistemon citrinus 


Kingdom 


Plantae 


Plantae 


Plantae 


Division 


Magnoliophyta 


Hepatophyta 


Magnoliophyta 


Class 


Magnoliopsida 


Hepatopsida 


Magnoliopsida 


Order 


Malpighiales 


Marchantiales 


Myrtales 


Family 


Clusiaceae 


Marchantiaceae 


Myrtaceae 


Genus 


Mammea 


Marchantia L. 


Callistemon R. Br. 



As pointed out by the examiner, one of ordinary skill in the art would expect that extracts from 
these plants would have different anti-microbial activity due to the diversity of their 
phytochemical constituents. This assertion is supported by applicant's specification, which 
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teaches that the anti-microbial activity of the extracts depend on the extraction solvent. Pages 7- 

8 of the specification teach, 

"Initially, Mammea Americana, Marchantaceae polymorpha, and Callistemon citrinus 
tissue, separately, was extracted with ethanol and the extract was shown to have activity 
against E. coli and M. smegmatis. Analysis of Gas Chromatagraphy/Mass Spectroscopy 
(GC/MS) and comparison of the resultant profile to the profile of known compounds 
revealed a large set of compounds in the extract... When the same set of extraction and 
analysis (anti-microbial activity and GC/MS) was performed on additional plant material, 
but the extraction solvent was methylene chloride, the number of compounds identified in 
the anti-microbially active extract was smaller (each thus more pure). Most interestingly, 
despite the fact that the active compound was present in both extracts, there was little 
overlap between the compounds in the ethanol and the methylene chloride extracts (and 
for some plants no overlap). . . 

Methylene chloride extracts from Mammea Americana, Marchantaceae polymorpha, and 
Callistemon citrinus were separated on a HPLC system. Active fractions were identified. 
Active compounds were next identified. The compounds from Mammea Americana 
include cobaltocene-octomet, stigmastan-3,5-diene, and friedelin... 

The compounds from Marchantaceae polymorpha include acetic acid, cobaltocene- 
octomet, and P-myrceane. . . 

The compounds from Callistemon citrinus include galoxilide, benzyl salicylate, 
eucalyptol, and a-pinene." 

Thus, according to the specification, constituents of the instant anti-microbial compositions are 
dependent on the extraction solvent and plant source. 

Applicant argues that the methodological steps (extraction, chromatography, elution and 
bioassay) are the common technical feature, and thus, there is unity of invention between the 
three plants. This argument is not persuasive because PCT Rule 13.2 requires that the shared 
technical feature makes a contribution over the prior art. Bisignano et al. Letters in Applied 
Microbiology (2000), Vol. 30, pages 105-108 (Bigignano) teaches the anti-microbial activity of 
Mitracarpus scaber extracts and isolated constituents. Air-dried and powdered M. scaber was 
extracted at room temperature with methanol. The methanol residue was partitioned between 
water and n-butanol. The n-butanol fraction was chromatographed on a Sephadex LH-20 
column eluting with methanol. Active fractions were further separated using reverse phase- 
HPLC, subjected to bioassays and found to possess antimicrobial activity. Thus, the common 
technical feature does not make a contribution over the prior art and is not "special". Therefore, 
unity of invention is lacking among the three species of plant material 

Applicant's assertion that PCT Rule 13.4 states because there is a single independent claim there 
can be no multiple inventions is incorrect. The three separate species of plant material are 
claimed in the alternative of independent claim 32. 37 CFR 1.475 (e), which provides guidance 
for this situation, states: 
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(e) The determination whether a group of inventions is so linked as to form a single 
general inventive concept shall be made without regard to whether the inventions are 
claimed in separate claims or as alternatives within a single claim. 

Thus the Office may require restriction to a single invention which is recited in the alternative of 
a claim presented in a national stage application filed under 35 USC 371. 

2. Applicant argues that U.S. patent rules allow for co-prosecution of species in 
national stage applications. 

Applicant's argument has been considered but is not persuasive. Applicant cites 37 CFR 
1.141(a) to support the argument. 37 CFR 1.141(a) reads: 

(a) Two or more independent and distinct inventions may not be claimed in one 
national application, except that more than one species of an invention, not to exceed a 
reasonable number, may be specifically claimed in different claims in one national 
application, provided the application also includes an allowable claim generic to all the 
claimed species and all the claims to species in excess of one are written in dependent 
form (§ 1 .75) or otherwise include all the limitations of the generic claim. 

37 CFR 1.141(a) applies to national applications filed under 35 USC 111(a) but not national 
stage applications filed under 35 USC 371. Thus, 37 CFR 1.141(a) is not applicable to this 
application. 

Additionally, 37 CFR 1.141(a) refers to species which are permitted when encompassed by an 
allowable generic claim. Independent claim 32, which recites the three species of plant material 
in the alternative, has not been found allowable. Claims 32-33 and 48-49 are currently rejected 
under 35 U.S.C. 102(b) as being anticipated by Crombie et al. 

PCT Rule 13.2 requires for unity of invention to exist when the shared technical feature makes a 
contribution over the prior art. Because the elected invention fails to make a contribution over 
the prior art, as evidenced by Crombie et al, and because the shared technical feature fails to 
make a contribution over the prior art, in view of Bisignano, unity of invention is lacking. In this 
situation, the Office is not under obligation to withdraw the lack of unity determination in this 
application. 
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DECISION 

The petition is DENIED for the reasons set forth above. 

Applicant remains under obligation to properly respond to the Office action mailed on 
February 23, 2007 within the time period set forth. 

Any request for reconsideration must be filed within two (2) months of the mailing date of this 
decision. 

Should there be any questions about this decision, please contact Quality Assurance 
Specialist/Program Manager Julie Burke, by letter addressed to Director, Technology Center 
1600, at the address listed above, or by telephone at 571-272-1600 or by facsimile sent to the 
general Office facsimile number, 571-273-8300. 



Bruce Kislmk 
Director, Technology Center 1600 

jb/pi 




